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DETAILED ACTION 

Claim Rejections - 35 USC§ 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 13 and 14 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Claims 13 and 14 each recite "a storage medium that stores a 
program" comprising other programs. The language of claims 13 and 14 covers not only computer- 
readable storage media storing computer-executable, but also covers computer programs listed in high- 
level, uncompiled text format stored on a computer-readable medium and programs (computer or 
otherwise) printed out in a paper storage format. In fact, "a storage medium that stores a program" could 
simply be instructions printed on paper that tell a computer user how to perform the recited processes. 
Thus, claims 13 and 14 each recite non- functional descriptive material, and is thus non-statutory [see 
MPEP§ 2106.01]. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

4. Claims 1, 3-9 and 13-14 are rejected under 35 U.S.C. 102(b) as being anticipated by Murata 
(USPN6,111,659). 

Regarding claim 1 : Murata discloses a data processing device having one or more functions 
(figure 1 of Murata), the device comprising: a storage unit that stores various types of data (column 6, 
lines 40-46 of Murata ~ storage unit is the memory card that is inserted into the PC card slot (89) - both 
image data and print control data are stored on memory card) and is capable of being recognized as an 
external storage device by a terminal device (column 8, lines 52-57 of Murata - through the PC card 
controller (88) [corresponding to terminal device], memory card recognized as external storage device 
upon insertion into the PC card slot (89)) connected to and capable of performing data communications 
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with the data processing device (column 8, lines 55-60 of Murata - PC card controller (88) is connected 
to and communicates with CPU (85) of data processing device); and a function implementing unit (figure 
1 (85(portion)) and column 6, lines 4-5 of Murata - CPU controls entire data processing device [digital 
copying machine] - function implementing unit corresponds to portions of embodied software routines 
executed by the CPU that are used to perform the functions stored on the memory card) that executes a 
process to implement one of the one or more functions that is indicated by instruction data when the 
instruction data is stored in the storage unit (column 6, lines 41-45 and lines 54-58 of Murata - if scan job 
command file or print job command file with associated image data is stored on memory card, scanning 
or printing commands executed). 

Regarding claim 3: Murata discloses a reading unit that implements a scanner function to read a 
prescribed image as image data, wherein the function implementing unit instructs the reading unit to read 
an image as image data when read instruction data for instructing that an image be read using the scanner 
function is stored in the storing unit (column 6, lines 54-58 of Murata). 

Regarding claim 4: Murata discloses that the function implementing unit instructs the reading 
unit to read the image and produce the image data representing the image and thereafter stores the image 
data read by the reading unit in the storing unit (column 6, lines 54-58 of Murata). 

Regarding claim 5: Murata discloses a printing unit that implements a printer function to print 
an image on a printing medium based on image data, wherein the flmction implementing unit instructs the 
printing unit to print an image based on the image data when print instruction data indicating that an 
image be printed with the printer function and the image data are stored in the storing unit (column 6, 
lines 40-46 of Murata). 

Regarding claim 6: Murata discloses that when notification instruction data for requesting a 
notification of settings related to one of the one or more functions is stored in the storing unit, the 
function implementing unit stores content notification data in the storing unit indicating settings related to 
a function for which the notification instruction data requests notification (figure 3; figure 5; figure 6; and 
column 8, lines 27-40 of Murata - settings of the print job are stored as part of the overall print job 
instruction data; recorded settings can be altered for each page of the print job [column 8, lines 38-40 of 
Murata], thus giving further notification of settings as needed). 

Regarding claim 7: Murata discloses that when the modification instruction data for requesting 
an update of settings related to one of the one or more functions is stored in the storing unit, the function 
implementing unit updates settings for a function instructed to be updated by the modification instruction 
data (column 8, lines 27-40 of Murata - settings of the print job are stored as part of the overall print job 
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instruction data; recorded settings can be modified for each page of the print job [column 8, lines 38-40 
of Murata], thus updating the print job settings as needed). 

Regarding claim 8: Murata discloses a terminal device used when connected to and capable of 
performing communications with a data processing device (column 8, lines 55-60 of Murata - PC card 
controller (88) is connected to and communicates with CPU (85) of data processing device) including a 
storing unit that stores various types of data (column 6, lines 40-46 of Murata - storage unit is the 
memory card that is inserted into the PC card slot (89) - both image data and print control data are 
stored on memory card) and is capable of being recognized as an external storage device by the terminal 
device (column 8, lines 52-57 of Murata - through the PC card controller (88) [corresponding to 
terminal device], memory card recognized as external storage device upon insertion into the PC card slot 
(89)), and a function implementing unit (figure l(85(portion)) and column 6, lines 4-5 of Murata - CP f/ 
controls entire data processing device [digital copying machine] - function implementing unit 
corresponds to portions of embodied software routines executed by the CPU that are used to perform the 
functions stored on the memory card) that executes a process to implement a function indicated by 
instruction data when the instruction data is stored in the storing unit (column 6, lines 41-45 and lines 54- 
58 of Murata - if scan job command file or print job command file with associated image data is stored 
on memory card, scanning or printing commands executed), the terminal device comprising: an 
instruction data generating unit that receives user operations and generates the instruction data instructing 
the data processing device to implement the ftmction (figure 3 and column 7, lines 2-7 of Murata). 

Regarding claim 9: Murata discloses a reading unit that implements a scanner function to read 
an image as image data, wherein the function implementing unit instructs the reading unit to read an 
image as image data when read instruction data for instructing that an image be read using the scanner 
function is stored in the storing unit (column 6, lines 54-58 of Murata), the read instruction data being 
generated by the instruction data generating unit (column 10, lines 47-56 of Murata), the terminal device 
further comprising: a terminal-end storing unit that stores various types of data (see, e,g., column 7, lines 
2-5 and column 10, lines 47-56 of Murata - various types of data stored on the memory card, such as 
print instructions, image data, scan job instruction, and so on); an instruction data storage commanding 
unit that stores the read instruction data generated by the instruction data generating unit in the storing 
unit provided in the data processing device (column 10, lines 47-56 of Murata- jca« job instructions 
generated based on user input and stored in memory cord); and an image data storage commanding unit 
that stores the image data in the terminal-end storing unit after the instruction data storage commanding 
unit stores the read instruction data in the storing unit provided in the data processing device when the 
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image data is stored in the storing unit (column 8, lines 27-31 of Murata - if print instructions are stored, 
the image data is stored after the print instructions have been accepted from the user). 

Regarding claim 1 1 : Murata discloses that when notification instruction data for requesting a 
notification of settings related to a function is stored in the storing unit, the function implementing unit 
stores content notification data in the storing unit indicating settings related to a function for which the 
notification instruction data requests notification (column 8, lines 27-40 of Murata of the print 
job are stored as part of the overall print job instruction data; recorded settings for processing the stored 
content can be modified for each page of the print job [column 8, lines 38-40 of Murata], thus giving 
further notification of the print job settings as needed)^ the notification instruction data being generated 
by the instruction data generating unit (column 9, lines 5- 1 3 of Murata - all instructions for print job 
generated based on user input), the terminal device flirther comprising: an instruction data storage 
commanding unit that stores notification instruction data in the storing unit provided in the data 
processing device (column 8, lines 27-40 of Murata - settings of the print job are stored in the memory 
card as part of the overall print job instruction data); and a content notifying unit that reports settings 
indicated by the content notification data when the content notification data is stored in the storing unit, 
after the instruction data storage commanding unit stores the notification instruction data in the storing 
unit provided in the data processing device (figures 5-6 and column 8, lines 27-35 of Murata - print job 
content settings generated by user input in dialog display box [locally at data processing device, and thus 
stored in resident memory] and then stored in a particular format). 

Regarding claim 13: Murata discloses a storage medium that stores a program for controlling a 
data processing device (column 6, lines 4-5 of Murata - CPU, by executing programs in memory [ROM 
and RAM], controls the data processing device [digital copying machine]) that is connected in use to a 
terminal device so as to be capable of performing data communications therebetween (column 8, lines 55- 
60 of Murata - PC card controller (88) is connected to and communicates with CPU (85) of data 
processing device), the program comprising: a program of enabling the terminal device to recognize a 
data storing unit of the data processing device as an external storage device so as to enable the terminal 
device to be accessible to the data storing unit (column 8, lines 52-57 of Murata - through the PC card 
controller (88) [corresponding to terminal device], memory card recognized as external storage device 
upon insertion into the PC card slot (89)); and a program of executing a process to implement a function 
of the data processing device that is indicated by instruction data when the instruction data is stored in the 
storing unit (column 6, lines 4 1 -45 and lines 54-58 of Murata - if scan job command file or print job 
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command file with associated image data is stored on memory card, scanning or printing commands 
executed). 

Regarding claim 14: Murata discloses a storage medium that stores a program for controlling a 
terminal device that is connected in use to a data processing device so as to be capable of performing data 
communications therebetween (column 8, lines 55-60 of Murata - PC card controller (88) is connected to 
and communicates with CPU (85) of data processing device), the program comprising: a program of 
enabling the terminal device to recognize a data storing unit of the data processing device as an external 
storage device so as to enable the terminal device to be accessible to the data storing unit (column 8, lines 
52-57 of Murata - through the PC card controller (88) [corresponding to terminal device], memory card 
recognized as external storage device upon insertion into the PC card slot (89))\ a program of receiving 
user operations and generating instruction data instructing the data processing device to implement a 
function (figure 3 and column 7, lines 2-7 of Murata); and a program of storing the instruction data in the 
storing unit (column 1 0, lines 47-56 of Murata - scan job instructions generated based on user input and 
stored in memory card). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

6. Claims 2, 10, 12 and 15-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Murata (USPN 6,111,659) in view of Yoneta (USPN 6,359,699 Bl). 

Regarding claim 2: Murata does not disclose expressly an instruction data deletion commanding 
unit that deletes the instruction data from the storing unit after the ftinction implementing unit implements 
a function indicated by the instruction data. 

Yoneta discloses an instruction data deletion commanding unit that deletes the instruction data 
from the storing unit after the function implementing unit implements a ftinction indicated by the 
instruction data (figure 8(S8-15) and column 8, lines 20-25 of Yoneta). 
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Murata and Yoneta are combinable because they are from similar problem solving areas, namely 
how to best manage information used in executing various processes, wherein said information is stored 
on separate memory devices. At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to optionally delete instruction data after the instruction data is used to implement 
particular functions, as taught by Yoneta, The motivation for doing so would have been to keep certain 
information secure by allowing the information to be used only when specifically needed. A further 
motivation for doing so would have been to allow an end user to use the information only to the extent 
that the end user has paid for access to the information. Therefore, it would have been obvious to 
combine Yoneta with Murata to obtain the invention as specified in claim 2. 

Regarding claim 10: Murata does not disclose expressly an image data deletion commanding 
unit that deletes the image data stored in the storing unit provided in the data processing device when the 
image data is stored in the terminal-end storing unit according to a command from the image data storage 
commanding unit. 

Yoneta discloses a data deletion commanding unit that deletes the data stored in the storing unit 
provided in the data processing device when the data is stored in the terminal- end (IC) storing unit 
according to a command from the data storage commanding unit (figure 8(S8-15) and column 8, lines 20- 
25 of Yoneta). 

Murata and Yoneta are combinable because they are from similar problem solving areas, namely 
how to best manage information used in executing various processes, wherein said information is stored 
on separate memory devices. At the time of the invention; it would have been obvious to a person of 
ordinary skill in the art to optionally delete data after the data is used in implementing particular 
functions, as taught by Yoneta, wherein said data is the image data taught by Murata. The motivation for 
doing so would have been to keep certain information secure by allowing the information to be used only 
when specifically needed. A further motivation for doing so would have been to allow an end user to use 
the information only to the extent that the end user has paid for access to the information. Therefore, it 
would have been obvious to combine Yoneta with Murata to obtain the invention as specified in claim 10. 

Regarding claim 12: Murata does not disclose expressly a content notification data deletion 
commanding unit that deletes the content notification data stored in the storing unit provided in the data 
processing device when the content notifying unit reports settings indicated by the content notification 
data. 
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Yoneta discloses a content data deletion commanding unit that deletes the content data stored in 
the storing unit provided in the data processing device when the content unit reports settings indicated by 
the content data (figure 8(S8-15) and column 8, lines 20-25 of Yoneta). 

Murata and Yoneta are combinable because they are from similar problem solving areas, namely 
how to best manage information used in executing various processes, wherein said information is stored 
on separate memory devices. At the time of the invention, it would have been obvious to a person of 
ordinary skill in the art to optionally delete content data after the content data is used in implementing 
particular functions, as taught by Yoneta, wherein said content data is the content notification data taught 
by Murata. The motivation for doing so would have been to keep certain information secure by allowing 
the information to be used only when specifically needed. A ftirther motivation for doing so would have 
been to allow an end user to use the information only to the extent that the end user has paid for access to 
the information. Therefore, it would have been obvious to combine Yoneta with Murata to obtain the 
invention as specified in claim 12. 

Regarding claim 15: Murata discloses a reading unit that implements a scanner function to read 
a prescribed image as image data, wherein the function implementing unit instructs the reading unit to 
read an image as image data when read instruction data for instructing that an image be read using the 
scanner function is stored in the storing unit (column 6, lines 54-58 of Murata). 

Regarding claim 16: Murata discloses a printing unit that implements a printer function to print 
an image on a printing medium based on image data, wherein the function implementing unit instructs the 
printing unit to print an image based on the image data when print instruction data indicating that an 
image be printed with the printer function and the image data are stored in the storing unit (column 6, 
1 ines 40-46 of M urata). 

Regarding claim 17: Murata discloses that when notification instruction data for requesting a 
notification of settings related to one of the one or more functions is stored in the storing unit, the 
function implementing unit stores content notification data in the storing unit indicating settings related to 
a function for which the notification instruction data requests notification (figure 3; figure 5; figure 6; and 
column 8, lines 27-40 of Murata - settings of the print job are stored as part of the overall print job 
instruction data; recorded settings can be altered for each page of the print job [column 8, lines 38-40 of 
Murata], thus giving further notification of settings as needed). 

Regarding claim 18: Murata discloses that when the modification instruction data for requesting 
an update of settings related to one of the one or more functions is stored in the storing unit, the function 
implementing unit updates settings for a function instructed to be updated by the modification instruction 
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data (column 8, lines 27-40 of Murata - settings of the print job are stored as part of the overall print job 
instruction data; recorded settings can be modified for each page of the print job [column 8, lines 38-40 
of Murata], thus updating the print job settings as needed). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to James A. Thompson whose telephone number is 571-272-7441 . The examiner can 
normally be reached on 8:30AM-5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, David 
K. Moore can be reached on 571-272-7437. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
fi-om either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA ) or 57 1 -272- 1 000. 

/James A. Thompson/ James A. Thompson 

Examiner 

Technology Division 2625 

27 January 2008 



